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DETAILED ACTION 
Oath/Declaration 

1 . The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It improperly identifies the foreign application for patent or inventor's certificate on 
which priority is claimed pursuant to 37 CFR 1.55, as P2002-301140 instead of 
JP2002-301 140. ■ 

Specification 

2. The disclosure is objected to because of the following informalities: 
In the Specification: 

Page 5, line 36, "by the injection molding" should be replaced with - - by injection 
molding - -. 

Page 6, line 31 , "plate2has" should be replaced with - - plate 2 has - -. 

Page 8, line 1 , "by the injection molding" should be replaced with - - by injection molding 

Page 10, line 15, "grooves 5 and 5" should be replaced with - - grooves 5 and 6 - -. 

In the Claims: 

Claim 1 , line 1 1 , "easily pass" should be replaced with - - easily passes - -. 



In the Abstract: 
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Page 15, line 4, "by the injection molding" should be replaced with - - by injection 
molding - 

Page 15, line 16, "so thicker" should be replaced with - - so thick - 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 3 is rejected undei^ 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. Claim 3 recites the limitation "the same resin material" in line 2 of claim 3. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
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351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English' language. 

7. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nal<amura et al. (JP 1 1-083798). 

Regarding claim 1 , Nakamura (798) discloses a resin chip comprising: a first 
member (2) having a groove on one side thereof (4), said groove having a fine cross 
section and a predetermined length (see Drawing 2), said groove having a region which 
is to be irradiated with light (see Drawing 5); and a second member (1) fixed to said one 
side of said first member, wherein said first member has a recessed portion (6) on the 
other side thereof, which is opposite to said one side, in at least said region (see 
Drawings 4 and 6), said groove having a bottom portion having such a thickness that 
light easily pass through the bottom portion ([0023]). 

Regarding claim 2, Nakamura (798) discloses the resin chip, wherein said 
recessed portion (6) has a side wall serving as a condensing wall for reflecting 
irradiating light toward a bottom face of said recessed portion (see Drawing 4 and 6). 

8. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Katsura et al. (JP 07-306181). 

Regarding claim 1, Katsura ('181) discloses a resin chip comprising: a first 
member (61) having a groove (610) on one side thereof, said groove having a fine cross 
section and a predetenmined length (see Drawing 3), said groove having a region which 
is to be irradiated with light (see Drawings 1, 2 and 15 and [0019]); and a second 
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member (4) fixed to said one side of said first member (see Drawing 2), wherein said 
first member has a recessed portion (612) on the other side thereof, which is opposite to 
said one side (see Drawing 13), in at least said region, said groove having a bottom 
portion having such a thickness that light easily pass through the bottom portion ([0031] 

- [0034] and [0045]). 

Regarding claim 2, Katsura ('181) discloses the resin chip wherein said recessed 
portion has a side wall serving as a condensing wall for reflecting irradiating light toward 
a bottom face of said recessed portion (see DrawingIS). 

9. Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Staats (WO 2002/061400 A1 ). 

Regarding claim 1 , Staats ('400) discloses a resin chip comprising: a first 
member (122) having a groove (108) on one side thereof (page 7, lines 11-17), said 
groove having a fine cross section and a predetermined length (see fig. 4, view A), said 
groove having a region which is to be irradiated with light (see fig. 1 and page 6, lines 4 

- 17); and a second member fixed to said one side of said first member (page 4, lines 
20 - 22), wherein said first member has a recessed portion on the other side thereof 
(see fig. 4, view B), which is opposite to said one side, in at least said region, said 
groove having a bottom portion having such a thickness that light easily pass through 
the bottom portion (page 8, lines 7-12). 
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Regarding claim 2, Staats ('400) discloses the resin chip wherein said recessed 
portion has a side wall sery/ing as a condensing wall for reflecting in-adiating light toward 
a bottom face of said recessed portion (see fig. 4, view B). 

10. Claims 1 - 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ashmead et al. (US 5,534,328); 

Regarding claim 1, Ashmead ('328) discloses a resin chip comprising: a first 
member (700. 800, 900 or 1000) having a groove on one side thereof (see figs. 2-5 
and figs. 1 1 - 1 5 and column 2, lines 62 - 64 and column 3, line 65 - column 4, line 1 1 ), 
said groove having a fine cross section and a predetermined length (column 2, lines 64 

- 67), said groove having a region which is to be irradiated with light (column 13, lines 7 

- 10 and column 15, lines 30 - 34); and a second member (800, 900, 1000 or 1 100) 
fixed to said one side of said first member (column 15, lines 26 - 30), wherein said first 
member has a recessed portion on the other side thereof (see figs. 4 and 5), which is 
opposite to said one side, in at least said region, said groove having a bottom portion 
having such a thickness that light easily pass through the bottom portion (column 15, 
lines 30 - 34). 

Regarding claim 2, Ashmead ('328) discloses the resin chip wherein said 
recessed portion has a side wall serving as a condensing wall for reflecting irradiating 
light toward a bottom face of said recessed portion (see figs. 4 and 5). 
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Regarding claim 3, Ashmead ('328) discloses the resin chip wherein said first 
member is formed of the same resin material as that of said second member (column 2, 
line 67 - column 3, line 23). 

Regarding claim 4, Ashmead ('328) discloses the resin chip wherein said first 
member is formed by injection molding (column 3, lines 51 - 62). 

Regarding claim 5, Ashmead ('328) discloses a resin chip comprising: a first 
resin member (700, 800, 900 or 1000) having an elongated groove on one side thereof 
(see figs. 2-5 and figs. 11-15 and column 2, lines 62 - 64 and column 3, line 65 - 
column 4, line 1 1 ), said groove having a fine cross section (column 2, lines 64 - 67), at 
least a part of said groove being arranged in a light irradiation region which is to be 
irradiated with light (column 13, lines 7-10 and column 15, lines 30 - 34); and a 
second resin member (800, 900, 1000 or 1 100), fixed to said one side of said first resin 
member, for covering said groove (column 3, lines 32 - 50), wherein said first resin 
member has a recessed portion on the other side thereof (see figs. 4 and 5), said 
recessed portion being associated with said groove for allowing light to easily pass 
through said first and second resin members in said light radiation region portion 
(column 15, lines 30 - 34). 

Regarding claim 6, Ashmead ('328) discloses the resin chip wherein said 
recessed portion is arranged in said light irradiation region (see figs. 1 , 4 and 5). 
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Regarding claim 7, Ashmead (*328) discloses the resin chip wherein said groove 
has a groove width of about ten to two hundreds micrometers, and a groove depth of 
about ten to two hundreds micrometers (column 2, lines 64 - 67). 

Regarding claim 8, Ashmead (*328) discloses the resin chip wherein said first 
resin member has a sample receiving hole (20, 24) which communicates with said 
groove (see figs. 1 and 5). 

Regarding claim 9, Ashmead C328) discloses the resin chip wherein said 
recessed portion has a side wall serving as a condensing wall for reflecting light toward 
said groove in said light irradiation region (see figs. 4 and 5). 

Regarding claim 10, Ashmead C328) discloses the resin chip wherein said first 
resin member is formed of the same resin material as that of said second member 
(column 2, line 67 - column 3, line 23). 

Regarding claim 1 1 , Ashmead (*328) discloses the resin chip wherein said first 
resin member is formed by injection molding (column 3, lines 51 - 62). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 3. Claims 3 ^ 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nakamuraet al. (JP 11-083798) in viewof Ashmead et al. (US 7,150,815). 

Nakamura (798) discloses the resin chip as discussed with regards to claim 1 
above. Regarding claim 3, Nakamura (798) discloses the resin chip wherein said first 
member is formed of the same material as that of said second member ([0028]). 
Nakamura (798) does not explicitly disclose the material to be a resin. 

Ashmead ('815) teaches a resin chip comprising a first and second member 
formed of the same resin material (column 9, lines 22-45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Nakamura (798) and substitute the material of the first and second member with 
a resin as taught by Ashmead ('815) because as Ashmead explains the resin provides 
numerous benefits in the field of microfluidics especially, being injection moldable thus 
making it inexpensive to manufacture (column 4, lines 16-20) and being substantially 
transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 
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Regarding claim 4, Ashmead ('815) teaches a resin chip wherein a first member 
is formed by injection molding (column 8, line 33 - column 9, line 45). 

Regarding claim 5, Nakamura (798) discloses a resin chip comprising: a first 
member (2) having an elongated groove (4) on one side thereof (see Drawings 1 and 
2), said groove having a fine cross section (see Drawing 2), at least a part of said 
groove being arranged in a light irradiation region which is to be irradiated with light (see 
Drawing 5); and a second member (1), fixed to said one side of said first resin member 
(see Drawing 1), for covering said groove ([0015]), wherein said first member has a 
recessed portion (6) on the other side thereof (see Drawings 4 and 6), said recessed 
portion being associated with said groove for allowing light to easily pass through said 
first and second members in said light radiation region ([0023]). 

Nakamura (798) does not explicitly disclose the first and second member being 
formed of a resin. 

Ashmead C815) teaches a resin chip comprising a first and second member 
formed of the same resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Nakamura (798) and substitute the material of the first and second member with 
a resin as taught by Ashmead ('815) because as Ashmead explains the resin provides 
numerous benefits in the field of microfluidics especially, being injection moldable thus 
making it inexpensive to manufacture (column 4, lines 16-20) and being substantially 
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transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 

Regarding claim 6, Nakamura (798) discloses the resin chip wherein said 
recessed portion is arranged in said light irradiation region ([0023]). 

Regarding claim 7, Ashmead C815) teaches a resin chip wherein said groove has 
a groove width of about ten to two hundreds micrometers, and a groove depth of about 
ten to two hundreds micrometers (column 5, lines 52 - 60). 

Regarding claim 8, Nakamura (798) discloses the resin chip wherein said first 
member (2) has a sample receiving hole (5a, 5b, 5c and 5d) which communicates with 
said groove (see Drawings 1 and 2). 

Regarding claim 9, Nakamura (798) discloses the resin chip wherein said 
recessed portion (6) has a side wall serving as a condensing wall for reflecting light 
toward said groove in said light irradiation region (see Drawings 4 and 6). 

Regarding claim 10, Nakamura (798) discloses the resin chip wherein said first 
member is formed of the same material as that of said second member ([0028]). 
Nakamura (798) does not explicitly disclose the material to be a resin, 

Ashmead C815) teaches a resin chip comprising a first and second member 
formed of the same resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Nakamura (798) and substitute the material of the first and second member with 
a resin as taught by Ashmead ('815) because as Ashmead explains the resin provides 
numerous benefits in the field of microfluidics especially, being injection moldable thus 
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making it inexpensive to manufacture (column 4. lines 1 6 - 20) and being substantially 
transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 

Regarding claim 11, Ashmead ('815) discloses a resin chip wherein a first resin 
member is formed by injection molding (column 8, line 33 - column 9, line 45). 

14. Claims 3 - 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Katsura et al. (JP 07-306181) in view of Ashmead et al. (US 7,150,815). 

Katsura ('181 ) discloses the resin chip as discussed with regards to claim 1 
above. Regarding claim 3, Katsura ('181) discloses the second member formed of resin 
([0025]). Katsura ('181 ) does not explicitly disclose the first and second member fornied 
of the same resin material. 

Ashmead ('815) teaches a resin chip comprising a first and second member 
formed of the same resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Katsura (*1 81 ) and substitute the material of the first and second member with a 
resin as taught by Ashmead C815) because as Ashmead explains the resin provides 
numerous benefits in the field of microfluidics especially, being injection moldable thus 
making it inexpensive to manufacture (column 4, lines 16-20) and being substantially 
transparent at ultravioletswavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 



Application/Control Number: 10/684.174 Page 13 

Art Unit: 1753 

Regarding claim 4, Ashmead ('815) teaclies a resin cliip wherein a first member 
is formed by injection molding (column 8, line 33 - column 9, line 45). 

Regarding claim 5, Katsura ('181) discloses a resin chip comprising: a first 
member (61 ) having an elongated groove (610) on one side thereof (see Drawings 1 
and 2), said groove having a fine cross section (see Drawings 2 and 3), at least a part of 
said groove being arranged in a light irradiation region which is to be irradiated with light 
(see Drawing 1 5); and a second resin member (4), fixed to said one side of said first 
member (see Drawing 2), for covering said groove ([0025]), wherein said first member 
has a recessed portion (612) on the other side thereof (see Drawing 13), said recessed 
portion being associated with said groove for allowing light to easily pass through said 
first and second members in said light radiation region ([0045] - [0046]). 

Katsura ('181) does not explicitly disclose the first member being formed of a 

resin. 

Ashmead ('815) teaches a resin chip comprising a first and second, member 
formed of the same resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill In the art to modify the resin 
chip of Katsura ('181) and substitute the material of the first and second member with a 
resin as taught by Ashmead ('815) because as Ashmead explains the resin provides 
numerous benefits in the field of microfluidics especially, being injection moldable thus 
making it Inexpensive to manufacture (column 4, lines 16-20) and being substantially 
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transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 

Regarding claim 6, Katsura ('181) discloses the resin chip wherein said recessed 
portion is arranged in said light in-adiation region ([0045] - [0046]). 

Regarding claim 7, Katsura ('181) discloses the resin chip wherein said groove 
has a groove width of about ten to two hundreds micrometers, and a groove depth of 
about ten to two hundreds micrometers ([0025]). 

Regarding claim 8, Katsura ('181) discloses the resin chip wherein said first 
member (61 ) has a sample receiving hole which communicates with said groove (see 
Drawing 14 and [0002]). 

Regarding claim 9, Katsura ('181) discloses the resin chip wherein said recessed 
portion (612) has a side wall serving as a condensing wall for reflecting light toward said 
groove in said light irradiation region (see Drawing 13). 

Regarding claim 10, Katsura ('181) discloses the resin chip wherein said second 
member (4) is formed of a resin material ([0025]). However, Katsura ('181 ) does not 
explicitly disclose the first member is formed of the same resin material as that of said 
second member. 

Ashmead ('815) teaches a resin chip comprising a first and second member 
fomned of the same resin rhaterial (column 9, lines 22-45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Katsura ('181 ) and substitute the material of the first and second member with a 
resin as taught by Ashmead ('815) because as Ashmead explains the resin provides 
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numerous benefits in the field of microfluidics especially, being injection moldable thus 
making it inexpensive to manufacture (column 4, lines 16-20) and being substantially 
transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 

Regarding claim 11, Ashmead ('815) discloses a resin chip wherein a first resin 
member is formed by injection molding (column 8, line 33 - column 9, line 45). 

15. Claims 3 - 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Staats (WO 2002/061400 A1 ) in view of Ashmead et al. (US 7,1 50,81 5). 

Staats ('400) discloses the resin chip as discussed with regards to claim 1 above. 
Regarding claim 3, Staats ('400) discloses the resin chip wherein said first member is 
formed of a resin material (page 8, lines 6 - 9). Staats ('400) discloses a second 
member (page 4. lines 20 - 22) but does not explicitly disclose it formed of the same 
resin material. 

Ashmead ('815) teaches a resin chip comprising a first and second member 
fomied of the same resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Staats ('400) and substitute the material of the first and second member with the 
same resin as taught by Ashmead ('815) because as Ashmead explains the resin 
provides numerous benefits in the field of microfluidics especially, being injection 
moldable thus making it inexpensive to manufacture (column 4, lines 16-20) and being 
substantially transparent at ultraviolet wavelengths and having a low fluorescence 
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background at visible wavelengths thus improving optical detection of analytes (column 
5. Iines4- 11). 

Regarding claim 4, Ashmead ('815) teaches a resin chip wherein a first member 
is formed by injection molding (column 8, line 33 - column 9, line 45). 

Regarding claim 5, Staats ('400) discloses a resin chip comprising: a first resin 
(page 8, lines 6-9) member (122) having an elongated groove (108) on one side 
thereof (page 7, lines 11-17), said groove having a fine cross section (see fig. 4, view 
A), at least a part of said groove being arranged in a light irradiation region which is to 
be irradiated with light (see fig. 1 and page 6, lines 4-17); and a second member, fixed 
to said one side of said first resin member, for covering said groove (page 4, lines 20 - 
22), wherein said first resin member has a recessed portion on the other side thereof 
(see fig. 4, view B), said recessed portion being associated with said groove for allowing 
light to easily pass through said first and second members in said light radiation region 
(page 8, lines 7- 12). 

Staats (*400) does not explicitly disclose the second member formed of a resin 
material. 

Ashmead C815) teaches a resin chip comprising a first and second member 
formed of a resin material (column 9, lines 22 - 45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Staats ('400) and substitute the material of the second member with a resin as 
taught by Ashmead ('815) because as Ashmead explains the resin provides numerous 
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benefits in the field of microfluidics especially, being injection moldable thus making it 
inexpensive to manufacture (column 4, lines 16-20) and being substantially 
transparent at ultraviolet wavelengths and having a low fluorescence background at 
visible wavelengths thus improving optical detection of analytes (column 5, lines 4-11). 

Regarding claim 6, Staats ('400) discloses the resin chip wherein said recessed 
portion is arranged in said light irradiation region (see fig. 4, view B). 

Regarding claim 7, Ashmead ('815) teaches a resin chip wherein said groove has 
a groove width of about ten to two hundreds micrometers, and a groove depth of about 
ten to two hundreds micrometers (column 5, lines 52 - 60). 

Regarding claim 8, Staats ('400) discloses the resin chip wherein said first resin 
member has a sample receiving hole which communicates with said groove (see fig. 1 
and page 6, lines 20 - 23). 

Regarding claim 9, Staats ('400) discloses the resin chip wherein said recessed 
portion has a side wall serving as a condensing wall for reflecting light toward said 
groove in said light irradiation region (see fig. 4, view B). 

Regarding claim 10, Staats ('400) discloses the resin chip wherein said first resin 
member is formed of a resin material (page 8, lines 6 - 9). Staats ('400) does not 
explicitly disclose the second member formed of the same resin material. 

Ashmead ('815) teaches a resin chip comprising a first and second member 
formed of the same resin material (column 9, lines 22-45). 

It would have been obvious to one of ordinary skill in the art to modify the resin 
chip of Staats ('400) and substitute the material of the first and second member with the 
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same resin as taught by Aslimead ('815) because as Aslimead explains the resin 
provides numerous benefits in the field of microfluidics especially, being injection 
moldable thus making it inexpensive to manufacture (column 4, lines 16-20) and being 
substantially transparent at ultraviolet wavelengths and having a low fluorescence 
background at visible wavelengths thus improving optical detection of analytes (column 
5, lines 4 - 11). 

Regarding claim 1 1, Ashmead ('815) discloses a resin chip wherein a first resin 
member is formed by injection molding (column 8, line 33 - column 9, line 45). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Surekha Vathyam whose telephone number is 571-272- 
2682. The examiner can normally be reached on 7:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam X. Nguyen can be reached on 571-272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 



SV 

January 25, 2007 




